Attorney Docket No. IMMR-059/00US PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

re application of Allen R. Boronkay et al. 

Serial No.: 09/894,985 Examiner: Amy HE 

Filed: June 27, 2001 Art Unit: 2858 

Confirmation No.: 3804 

For: POSITION SENSOR WITH RESISTIVE ELEMENT 

U.S. Patent and Trademark Office 
220 20 th Street S. 

Customer Window, Mail Stop Issue Fee 

Crystal Plaza Two, Lobby, Room 1B03 
Arlington, VA 22202 

REQUEST FOR CORRECTION OF PATENT TERM ADJUSTMENT 

Applicants respectfully request correction of the patent term adjustment (PTA) for the 
above-identified application (referred to herein as the "Application"). Because the PTA 
determined by the U.S. Patent and Trademark Office (PTO) was incorrect due to obvious clerical 
errors made by the PTO, as detailed below, Applicants respectfully submit that no fee should be 
required by this paper. 

To the extent, however, that it is deemed necessary to treat the instant Request as an 
Application for Patent Term Adjustment under 37 C.F.R. § 1.705(b), the undersigned has 
authorized below any necessary fees (e.g., the fee set forth in 37 C.F.R. § 1.18(e)) to be charged 
to a deposit account. 

Furthermore, to the extent that this Request is treated as an Application for Patent Term 
Adjustment under 37 C.F.R. § 1.705(b), Applicants note that the period for response from the 
mailing date of the Notice to File Missing Parts (August 22, 2001) until the Response to the 
Notice to File Missing Parts was stamped received by the PTO on January 10, 2002, can be 
considered a "failure to engage in reasonable efforts to conclude processing or examination of 
[the] application," as defined in 37 C.F.R. § 1.704, because that period exceeded three months by 
49 days. Applicants note, however, that Applicants' Response to the Notice to File Missing 
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Parts was reasonable and timely in every other sense except for the narrow definition provided in 
37 C.F.R. § 1.704. Specifically, the Response to Notice to File Missing Parts was timely filed 
using a certificate of mailing under 37 C.F.R. § 1.8 on October 22, 2002 — just two months after 
the mailing date of the Notice to File Missing Parts (i.e., no extensions of time were required). 

Statement of Facts 

The Application was filed on June 27, 2001. A Notice of Allowance was mailed on 
September 20, 2004, and was accompanied by a Determination of Patent Term Adjustment under 
35 U.S.C. § 154(b), which indicated that a patent issuing from the Application was entitled to a 
PTA of 98 days. 

On June 5, 2004, 282 days in excess of fourteen months from the filing date of the 
application, the first notification under 35 U.S.C. § 132 from the PTO (i.e., the first Office 
Action) was mailed. The PTO's Patent Application Information Retrieval (PAIR) system 
indicates that any PTA for patent issuing from the above application should be increased by 282 
days for this delay by the PTO. A copy of a printout from PAIR System showing the PTA for 
the Application is attached as Exhibit A. The PAIR System also indicates that the PTA should 
be reduced by two periods of alleged delay by Applicants: the first for 89 days and the second for 
95 days. 

Applicants respectfully submit, however, that the PTO incorrectly calculated the PTA 
because of at least three obvious clerical errors: 

1 . The PTO failed to add a 54-day period of delay by the PTO to the PTA because the 
date of receipt of the Applicants 5 reply to the first Office Action was incorrectly 
recorded in the PAIR system; 

2. The PTO miscalculated a first period of alleged delay by Applicants as 89 days 
instead of 49 days because the date of receipt of Applicants' response to the Notice to 
File Missing Parts was incorrectly recorded in the PAIR system; and 

3. The PTO misapplied a second period of alleged delay by Applicants, subtracting 95 
days from the PTA when none should have been subtracted, because the date of 
receipt of Applicants reply to the first Office Action was incorrectly recorded in the 
PAIR system. 
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The PAIR system indicates that a response to the Notice to File Missing Parts was 
received on February 19, 2002 (i.e., the date the application was indicated as "complete" by the 
PAIR system) (see Exhibit A). Applicants submit, however, that this response was timely filed 
on October 22, 2001, and was received by the PTO, at the latest, on January 10, 2002, as 
evidenced by the stamped postcard receipt from the PTO (attached as Exhibit B). 

The PAIR system indicates that a reply to the first Office Action was filed by Applicants 
on December 9, 2003 (see Exhibit A). Applicants submit, however, this reply was received by 
the PTO on September 4, 2003, as evidenced by the stamped postcard receipt from the PTO 
(attached as Exhibit C). 

Applicants respectfully submit that as a result of the obvious clerical errors noted above, 
the PTA was incorrectly calculated as 98 days, instead of the correct 287 days. 

Correct Calculation of PTA 

The PTA for the Application should be increased from 98 days to 287 days under 37 
C.F.R. § 1.702(a), because the calculation performed by the PAIR System (1) failed to add a 54- 
day period of delay by the PTO to the PTA; (2) miscalculated a first period of alleged delay by 
Applicants as 89 days instead of 49 days; and (3) misapplied a second period of alleged delay by 
Applicants, subtracting 95 days from the PTA when none should have been subtracted. 
Accordingly, the correct PTA for the Application should be at least 287 days. 

PTA Lesal Standard . 

The term of a patent will be increased under 37 C.F.R. § 1.702(a) for failure of the PTO 
to take certain steps within specified time frames. More specifically, 37 C.F.R. § 1.702(a) states 
in part: 

(a) Failure to take certain actions within specified time frames. 
Subject to the provisions of 35 U.S.C. 154(b) and this subpart, the term 
of an original patent shall be adjusted if the issuance of the patent was 
delayed due to the failure of the Office to: 

(1) Mail at least one of a notification under 35 U.S.C. 132 or a 
notice of allowance under 35 U.S.C. 151 not later than fourteen months 
after the date on which the application was filed under 35 U.S.C. 1 1 1(a) 
or fulfilled the requirements of 35 U.S.C. 371 in an international 
application; 
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(2) Respond to a reply under 35 U.S.C. 132 or to an appeal taken 
under 35 U.S.C. 134 not later than four months after the date on which 
the reply was filed or the appeal was taken[.] 

37 C.F.R. § 1.702(a) (emphasis added). 

The number of days added to a patent term for failure by the PTO to act on the 

application within fourteen months of the filing date and respond to a reply within four months is 

specified in 37 C.F.R. § 1.703(a), which states in part: 

(a) The period of adjustment under § 1.702(a) is the sum of the 
following periods: 

(1) The number of days, if any, in the period beginning on the 
day after the date that is fourteen months after the date on which the 
application was filed under 35 U.S.C. 1 1 1(a) or fulfilled the requirements 
of 35 U.S.C. 371 and ending on the date of mailing of either an action 
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C. 151, 
whichever occurs first; [and] 

(2) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date a reply under § 1.111 
was filed and ending on the date of mailing of either an action under 35 
U.S.C. 132, or a notice of allowance under 35 U.S.C. 151, whichever 
occurs firstf.] 

37 C.F.R. § 1.703(a). 

Any adjustment of the term of a patent calculated under 37 C.F.R. § 1.703(a) is subject to 
reduction as specified in 37 C.F.R. § 1.704, which states in parts (a) and (b): 

(a) The period of adjustment of the term of a patent under § 
1.703(a) through (e) shall be reduced by a period equal to the period of 
time during which the applicant failed to engage in reasonable efforts to 
conclude prosecution (processing or examination) of the application. 

(b) With respect to the grounds for adjustment set forth in §§ 
1.702(a) through (e), ... an applicant shall be deemed to have failed to 
engage in reasonable efforts to conclude processing or examination of an 
application for the cumulative total of any periods of time in excess of 
three months that are taken to reply to any notice or action by the Office 
making any rejection, objection, argument, or other request ... 

37 C.F.R. § 1.704(a)-(b) (emphasis added). 

37 C.F.R. § 1.704(c) also sets forth a number of circumstances that constitute a failure to 
engage in reasonable efforts to conclude prosecution, none of which are applicable to the 



Application. 
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The PTA of a patent is calculated pursuant to 37 C.F.R. § 1.703(f), which states, in part: 

(f) . . . The term of a patent entitled to adjustment under § 1 .702 
and this section shall be adjusted for the sum of the periods calculated 
under paragraphs (a) through (e) of this section, to the extent that such 
periods are not overlapping, less the sum of the periods calculated under 
§ 1 .704. The date indicated on any certificate of mailing or transmission 
under §1.8 shall not be taken into account in this calculation. 

37 C.F.R. § 1.703(f). 

The PTO failed to add a 54-dav period of delay by the PTO to the PTA. 

The time period from the filing date of the application (June 27, 2001) until the first 
notification under 35 U.S.C. § 132 (the first Office Action mailed on June 5, 2003) exceeds 
fourteen months by 282 days, which period appears to have been correctly calculated by the 
PTO, as mentioned above (see Exhibit A). Thus, the PTA of the term of any patent issuing from 
the Application should be increased by at least 282 days pursuant to 37 C.F.R. § 1.702(a)(1). 

Additionally, however, the PTA should be increased pursuant to 37 C.F.R. § 1.702(a)(2) 
by a period of 54 days, by which the time period for the PTO's response to Applicants' reply to 
the first Office Action exceeded four months. Specifically, Applicants filed a reply to the first 
Office Action on September 4, 2003 (see Exhibit C), and the date of this reply was incorrectly 
recorded in the pair system as December 9, 2003 (see Exhibit A). The PTO's response to 
Applicants' reply was a final Office Action mailed on February 23, 2004 (see Exhibit A). 
Because the final Office Action was mailed within four months of the incorrectly recorded reply 
date (i.e., within four months of December 9, 2003), the PAIR system calculated no delay for 
this period of response (see Exhibit A). 

The mailing date of the final Office Action (February 23, 2004) exceeds four months 
from the filing date (September 4, 2003) of Applicants' reply to the first Office Action by 54 
days. Accordingly the PTA of the Application should be increased under 37 C.F.R. § 
1.702(a)(2) by 54 days in addition to the 282 days calculated pursuant to 37 C.F.R. § 1.702(a)(1). 
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The PTO miscalculated a first period of alleged delay by Applicants as 89 days instead of 
49 days . 

Pursuant to 37 C.F.R. § 1.704, the period by which the term of any patent issuing from 
the Application is extended under 37 C.F.R. § 1.702 can be reduced for any failure of Applicants 
to "engage in reasonable efforts to conclude prosecution" of the application. The PAIR System 
incorrectly reduced that PTA of the Application should be reduced by 89 days for an alleged 
delay by Applicants in filing a response to a Notice to File Missing Parts {see Exhibit A). 

In calculating this alleged delay, the PAIR System indicates that the Notice to File 
Missing Parts was mailed on August 22, 2001, and the Application was complete as of February 
19, 2002 (see Exhibit A). Applicants respectfully submit, however, that the date listed in the 
PAIR System is incorrect, and a response to the Notice to File Missing Parts was timely filed 
(mailed with a certificate of mailing) on October 22, 2001. Although under 37 C.F.R. § 1.703(f) 
certificates of mailing are not taken into account for the calculation of PTA, the response to the 
Notice to File Missing Parts was received in the PTO, at the latest, by January 10, 2002, as 
evidenced by the stamped, return-receipt postcard for that response bearing a Patent Office date 
stamp of January 10, 2002 (see Exhibit B). 

The response to the Notice to File Missing Parts was received by the PTO, at the latest, 
49 days after a date three months from the mailing of the Notice to File Missing Parts. 
Accordingly, the maximum period by which the PTA should be reduced under 37 C.F.R. § 1.704 
is 49 days, and not the 89 days incorrectly calculated by the PAIR system. 

The PTO misapplied a second period of alleged delay by Applicants, subtracting 95 days 
from the PTA when none should have been subtracted . 

The PAIR System indicates that the PTA should be reduced by a second period of alleged 
delay of 95 days by Applicants in responding to the first Office Action. Specifically, the PAIR 
System indicates that the first Office Action was mailed on June 5, 2003, and the reply to the 
first Office Action was filed on December 9, 2003 (see Exhibit A). Applicants respectfully 
submit, however, that the date listed in the PAIR System is incorrect, and a reply to the first 
Office Action was filed on September 4, 2003 — less than three months from the mailing date of 
the first Office Action. The fact that the reply to the first Office Action was filed on September 
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4, 2003 is evidenced by the stamped return-receipt postcard for that reply bearing a Patent Office 
date stamp of September 4, 2003 (see Exhibit C). 

The reply to the first Office Action was received by the PTO, within three months from 
the mailing date of the first Office Action. Accordingly, the PTA should not be reduced under 
37 C.F.R. § 1 .704 by any additional amount related to the filing of this reply. 



Accordingly, the PTA of 98 days calculated by the PTO is incorrect, and should be 
changed to the correct PTA of 287 days. The correct PTA of 287 days is the total of delays by 
the PTO under 37 C.F.R. § 1.702(a) (i.e., 282 days + 54 days = 336 days) reduced by the total of 
Applicants' delays under 37 C.F.R. § 1.704 (i.e., 49 days + 0 days = 49 days), or 336 days - 49 
days = 287 days. 

Although no fees are believed necessary by this paper, the Commissioner is hereby 
authorized to charge any appropriate fees under 37 C.F.R. §§1.16, 1.17, and 1.21 that may be 
required by this paper, and to credit any overpayment, to Deposit Account No. 50-1283. 

Dated: December 20, 2004 Respectfully submitted, 
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